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4) ^ Claim(s) 79-25 and 27-38 is/are pending in the application. 
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DETAILED ACTION 

Receipt is acknowledged of the IDS received on 8-21-08. 



Claim Rejections - 35 USC §103 

1 . The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the 
various claims was commonly owned at the time any inventions covered therein were 
made absent any evidence to the contrary. Applicant is advised of the obligation under 
37 CFR 1 .56 to point out the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

3. Claims 19-22, 25, and 28-37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Fujiwara (JP04078551A) in view of Berson (US 5,861,618). 

Re claim 19, Fujiwara teaches a method for marking an item comprising the steps 
of providing information to be applied to an item (in storage device 2), applying a first 
marking to the item corresponding to the information (barcode printed by printing device 
3), reading the marking and comparing it with the information (abstract) and if the 
information does not correspond, applying a second marking to the item (error mark). 
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Fujiwara is silent to the first marking being printed in covert. 

Berson teaches using invisible inks for printing barcodes (col 1, lines 50+). Re 
the newly added limitation that the first marking is printed using an ink comprising a 
material based security element selected from the group consisting of luminescent 
materials and UV/IR absorbers, the Examiner notes that the material of invisible ink can 
be interpreted as a material based security element, and as it is fluorescent ink, it is 
interpreted as luminescent (with proper illumination). 

At the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to combine the teachings of Fujiwara with those of Berson 

One would have been motivated to do this for security or to have more area for 
additional information. 

Re clam 20, though silent to being carried out in-line on integrated equipment 
iinder control of an electronic processor, the Examiner notes that FIG. 1 appears to show 
in line, and control device 1 can be interpreted as a processor. 

Re claim 21, the error marker 9 is interpreted as a cancellation mark printed on 
the label. 

Re claim 22, both markings are printed. 

Re claim 25, a barcode has been discussed above. 

Re claim 28, the barcode contains information that is put into code/encoded 
(barcode) and hence is interpreted as encrypted information. Alternatively, the Examiner 
notes that an encrypted barcode is an obvious expedient for security. 

Re claim 29, though silent to photocells/camera coupled to image processing 
means, the Examiner notes that it is well know and conventional to use such reading 
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means to read barcodes, to provide the reduce cost/complexity over laser readers, for 
example. 

Re claim 30, though silent to the information being generated on a remote 
server/locally (where information is generated), the Examiner notes it would have been 
obvious to one of ordinary skill in the art to have the information generated at a 
central/shared server in order for data to be easily shared/updated across systems, as is 
known in the art, to provide for easy updating while also reducing the complexity of the 
local devices.. The Examiner notes that the information could be generated either 
remotely, or locally. One might desire to have it generated locally to have a stand alone 
unit, or to have dedicated storage locally, or remotely, as discussed above. The Examiner 
believes that it would have been obvious to one of ordinary skill in the art to have the 
information generated remotely and then communicated, for the expected results of less 
complexity of the local device, and the ability to share, for example. Further, the device 
would appear to perform its tasks of verifying printed barcodes regardless of whether the 
code is generated locally and stored in memory or generated remotely and stored in 
memory or remotely communicated. These are expected results common to sharing data 
from a central/remote server across devices, and therefore an obvious expedient, whether 
the data/information being shared is barcode data, pricing data, images, etc; sharing of 
data across a network, and its benefits are known in the art. 

Re claims 31-32, though silent to the error marker being an Inkjet printer, as an 
error mark is printed, it is understood to be marked by a printer. The selection of a 
known/conventional type of printer, is an obvious expedient for expected results such as 
low cost, non-contact, readily acceptable, etc. 
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Re claim 33, though silent to being printed with a particular color, the Examiner 
notes that the selection of a particular color is an obvious matter of design variation, 
motivated by contrast, for example. Selection of a particular color is within the ordinary 
skill in the art. 

Re claim 34, a barcode (machine readable component) has been discussed above. 

Re claim 35, though silent to putting the barcode on an article or good, the 
Examiner notes it would have been obvious to one of ordinary skill in the art to apply a 
barcode to an item or article for information purposes, as is conventional in the art. 
Further, the Examiner notes that the roll of labels can be interpreted as the label (item) 
being attached to an article/good (the backing the label is removably attached to). 

Re claims 36-37, the limitations have been discussed above re claims 19-20. 
4. Claims 23, 24, and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Fujiwara/Berson, as discussed above, in view of Lubow (US 20030080191). 

Re claims 23, 24, and 27, the teachings of Fujiwara/Berson have been discussed 

above. 

Fujiwara is silent to ink-jet printing/laser marking on a light or heat sensitive 
coating. 

Lubow et al. teaches such limitations (paragraph [001 1]). The item is interpreted 
as light/heat sensitive, as known in the art. 

At the time the invention was made, it would have been obvious to one of 

ordinary skill in the art to combine the teachings of Fujiwara/Berson with those of Lubow 
et al. 
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One would have been motivated to do this to provide a cost effective and reliable 
means to print, without contact, as conventional in the art. 

5. Claim 38 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fujiwara/Berson, as discussed above, in view of Genji (JP 02202465). 

The teachings of Fujiwara/Berson have been discussed above. 

Fujiwara/Berson are silent to a quality control detector unit. 

Genji teaches a quality control detector (Constitution) as Genji is a self-correcting 
printing/verifying device which prints a barcode on a sheet, scans and reads the mark, 
calculates deviation between dimensions of some portions of the read mark with specific 
dimensions and then changes printing drive signals to decrease the deviation, thereby 
being interpreted as a quality control detector unit. 

At the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to combine the teachings of Fujiwara/Berson with those of Genji.. 

One would have been motivated to do this to self correct (accuracy) while having 
high throughput. 

Response to Arguments 

6. Applicant's arguments filed 10-30-08 have been fiiUy considered but they are not 
persuasive. The art of Benson is interpreted to teach luminescent ink (security) as 
discussed above. 

7. In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., material based security element is not readily available to a common person, 100% 
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correctness, authorization of goods under the obligation of tax payments, are not recited 
in the rejected claim(s). Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 



Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure (See PTO-892), especially noting Oshino et al. (US 2004/0057768) 
which appears analogous art. 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply expire later than 
SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL WALSH whose telephone number is (571)272- 
2409. The examiner can normally be reached on M-F 9am-7pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Paik can be reached on 571-272-2404. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/DANIEL WALSH/ 

Primary Examiner, Art Unit 2887 



